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Bef ore Hohein, Hairston and Bucher, Adm nistrative
Trademar k Judges.

Opi ni on by Hairston, Adm nistrative Trademark Judge:

An application has been filed by G ange |Insurance
Association to register the mark “THE DAWNI NG OF A NEW
GRANGE GRANGE | NSURANCE GROUP” for “property and casualty
i nsurance underwriting services.”?!

The Trademar k Exam ning Attorney has refused

regi stration under Section 2(d) of the Trademark Act, 15

! Serial No. 76272754, filed June 18, 2001, alleging first use
anywhere and first use in commerce in April 2001. The term
| NSURANCE GROUP is disclained apart fromthe mark as shown.



Ser No. 76272754

U S.C. 81052(d), on the ground that applicant’s mark, when
used in connection with the identified services, so
resenbles the previously registered marks, shown bel ow, as

to be likely to cause confusion:

INSURANCE
Your partner in protection

,_|

Regi stration No. 1,535,724 issued April 18, 1989; Section 8
affidavit accepted; Section 15 affidavit received. The
registration is for “insurance underwiting services,
namel y, property, casualty, life, accident, and health
underwiting services.” The word “INSURANCE” is disclained
apart fromthe mark as shown.

LIFE INSURANCE
Your partner in protection

Regi stration No. 1,604,932 issued July 3, 1990; renewed.
The registration is for “life insurance underwiting
services.” The words LI FE | NSURANCE are di scl ai med apart
fromthe mark as shown.
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INSURANCE

Regi stration No. 1,663,622 issued Novenber 5, 1991,
renewed. The registration is for “insurance underwiting
services in the field of property, casualty, life, accident
and health.” The word I NSURANCE is disclained apart from
the mark as shown.

LIFE INSURANCE

Regi stration No. 1,636,326 issued February 26, 1991;
renewed. The registration is for “life insurance
underwiting services.” The words LIFE | NSURANCE are
di scl ai med apart fromthe mark as shown. 2

When the refusal was made final, applicant appeal ed.
Applicant and the Exami ning Attorney have filed briefs on

the case. An oral hearing was not requested.

2 Regi stration Nos. 1,535,724 and 1, 663, 622 are owned by G ange
Mutual Casualty Company; and Regi stration Nos. 1,604,932 and

1, 636, 326 are owned by G ange Life Insurance Conpany. It appears
that the conpanies are related since PTO records show that they
have the sane address.
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In determ ning whether there is a |ikelihood of
confusi on between two marks, we nust consider all relevant
factors as set forth inInre E. |I. du Pont de Nenmours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
l'i kel i hood of confusion analysis under Section 2(d), two of
the nost inportant considerations are the simlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the services. Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24,
29 (CCPA 1976).

Turning first to the services, applicant does not
di spute that its services (property and casualty insurance
underwiting services) and the services in the cited
regi strations (property, casualty, life, accident, and
heal th i nsurance underwiting services) are identical and
ot herwi se closely related. Thus, if the sane or
substantially simlar marks are used in connection with
t hese services, confusion as to source or sponsorship is
likely to occur.

We turn our attention then to the marks. It is the
Exam ning Attorney’s position that the dom nant portion of
applicant’s mark and each of the cited marks is the term
GRANCE and because the nmarks share this term they are very

simlar.
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Applicant, in urging reversal of the refusal to
regi ster, argues that:

In view of the highly descriptive nature of the
term “lnsurance,” the fact that as a |icensee of
the National G ange, Appellant has a right to use
the term“Grange” in its trademark and because
the remai ning portions of applicant’s and
registrant’s marks are not confusingly simlar,
Appel I ant respectfully submts that Registrant’s
mar ks shoul d not be a bar to registration of
Appel | ant’ s mar k.

(February 8, 2002 Response, p. 2).
Appl i cant has nmade of record an excerpt fromthe Anerican

Heritage College Dictionary, (Third Edition) wherein the

word “grange” is defined as “an association of farmers
founded in the United States in 1867.” Al so, applicant has
submtted a copy of a license agreenent between it and an
entity named The National G ange of The Order of Patrons of
Husbandry (National Grange). The agreenent provides in
pertinent part that:
NATI ONAL GRANGE hereby agrees to [ Grange | nsurance
Associ ation’s] use of the nanme “Grange” which is
recogni zed by [ Gange | nsurance Associ ati on]
as a registered trademark of NATI ONAL GRANGE.
Finally, applicant argues that there has been a | ong period
of contenporaneous use w thout any actual confusion having
occurred between applicant’s mark and the cited marks.

In this case, we agree with the Exam ning Attorney

that when applicant’s mark and the cited marks are each
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considered as a whole, they are highly simlar in
commerci al inpression since the donmnant literal and
source-identifying elenent of each mark is the term GRANGE
VWil e applicant’s and registrant’s marks nust be consi dered
intheir entireties, including any disclai ned or otherw se
descriptive matter, since that is how the marks appear when
they are used in the marketplace, it is neverthel ess
appropriate for rational reasons to regard certain features
of the marks as being nore dom nant or otherw se
significant, and therefore to give those features greater
force and effect. Disclainmed or otherw se descriptive
matter is generally viewed as a | ess dom nant or
significant feature of a mark. See In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749, 751-52 (Fed. Cr

1985).

Appl yi ng such principles to the nmarks at issue in this
case, it is clear that the term GRANCE i s the dom nant
literal and source-identifying element in each of the
respective marks. The disclainmed term | NSURANCE GROUP in
applicant’s mark is the generic nane for applicant’s
services and, as such, has little inpact on the overal
commercial inpression created by the mark THE DAVWNI NG OF A

NEW GRANCGE GRANGE | NSURANCE GROUP
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Simlarly, the disclaimd wirds | NSURANCE and LI FE
| NSURANCE are the generic nanes for registrants’ respective
services and, as such, have little inpact on the overal
commercial inpression created by registrants’ marks. Al so,
the flag design in each of registrants’ marks and the
phrase YOUR PARTNER IN PROTECTION in two of the marks are
subordinate matter. Again, it is the term GRANGE which
dom nates each of registrants’ nmarks and primarily creates
the comercial inpression generated by each of them Thus,
each of the cited marks is highly simlar in comrercial
i npression to applicant’s mark.

Wth respect to applicant’s contention that it has a
right to register its mark in view of the |icensing
agreenent, as noted by the Exami ning Attorney, this
agreenent is between applicant and a third party.

Mor eover, the agreenment provides only that applicant nay
use the nane G ange. This is different froma consent
wherein a registrant consents to registration of an
applicant’s mark. Wile a consent between applicant and
the owners of the cited registrations would be entitled to
wei ght in our |ikelihood of confusion determ nation, the

i censi ng agreenent between applicant and a third party has

no bearing on our determ nation.
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Further, according to applicant, there have been no
i nstances of actual confusion between applicant’s mark and
the marks in the cited registrations. However, there is no
evi dence of applicant’s and registrants’ geographic areas
of sales, or the anount of sales under the respective
marks. Further, there is no information fromthe
registrants. In any event, the test is |ikelihood of
confusion, not actual confusion. See Wiss Associates |nc.
v. HRL Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed.
Cir. 1990); and In re Kangaroos U. S. A, 223 USPQ 1025 (TTAB
1984) .

We concl ude that purchasers and prospective consuners
famliar with each of the registrants’ GRANGE
| NSURANCE/ LI FE 1 NSURANCE ( YOUR PARTNER | N PROTECTI ON) and
design marks for property, casualty, life, accident, and
heal th i nsurance underwiting services, would be likely to
bel i eve, upon encountering applicant’s substantially
simlar mark THE DAWNI NG OF A NEW GRANGE GRANCGE | NSURANCE
GROUP for property and casualty insurance underwiting
services, that the respective services enmanate from or
associ ated with or sponsored by the sanme source.

Deci sion: The refusal to register under Section 2(d)

is affirned.



